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Disposition of Claims 
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1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)H Some * c)Q None of: 

1 .D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Claims 38, 65, and 66-83 are pending in the RCE of 4/2/07. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 75-77 and 80 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

These claims recite broader limitations and/or different limitations or lack 
antecedent basis compared to the claim they depend from. Claim 66 is limited to hollow 
fiber membranes. Claim 75 broadens it by adding flat sheets and wound fibers. Claim 
76 has pleated membrane, which is not hollow fiber, or at least applicant does not 
disclose a 'pleated hollow fiber membrane'. Claim 80 has flat sheet membrane which is 
selected from pleats, spirals and discs, which are also not hollow fiber membranes. 

For examination purposes, claim 66 is assumed to recite the details of claim 75, 
ie., hollow fibers, flat sheet and wound filters. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 66-71, 75, 78 and 81-83 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Muto et al (US 5,066.397). 

Claims 66, 75: Muto teaches a hollow fiber filter cartridge (abstract, figures) 
having a unitary integral (abstract: unified) potting block with liquid seal between the 
inlet and outlet and the membranes such that all fluids pass through one or more 
membranes, potting material and the membrane are made of perfluorinated 
thermoplastic resins (column 4, lines 36-46). 

Claim 67: shpe is cylindrical - figures 

Claim 68: seal prevent mixing of feed fluid with filtered fluid - see figures. 
Claims 69-71 : potting material has a lower melting point as claimed - column 6, 
line 10-34. 

Claim 78: microporous - see example 1: 0.21 jjm pore diameter. 
Claims 81-83: the perfluorinated material is the same a s claimed - column 4, 
lines 36-46. 

2. Claims 66-83 are rejected under 35 U.S.C. 102(b) as being anticipated by Ashelin et 
al (US 5,154,827). 

Claims 66-71: Ashelin teaches an all perfluorinated thermoplastic resin filter 
cartridge comprising a housing (of thermoplastic perflourinated resin) having an inlet 
and an outlet (figures) and one or more membrane filters between the inlet and the 
outlet, sealing means (col 4 lines 43-48) forming a liquid-tight seal, integral filter (col 4 



Application/Control Number: 09/890,290 Page 4 

Art Unit: 1723 

lines 43-48), fluid must pass through one or more membrane filters from inlet to outside 
(see figures). The entire filter is of PFA (col 4 lines 39-42), with melting point of sealing 
material equal to or less than that of the membrane filter resin. Filters are cylindrical. 

Claims 72-76: the filter has two surfaces with a porous wall in between - flat 
sheet (see abstract and figures). Pleated filter (see figures); material of membrane and 
sealing compound is PFA - col 4 lines 39-42. Unitary structure - the filter of the 
reference is identical to what is claimed. 

Claims 77-83: Ashelin teaches an all thermoplastic fluoropolymer filter including 
pleated with support fabric (col 9 lines 32-43) as claimed, with the preferred polymer 
being PFA. 

Filter is microporus or ultrafilter - see pore sizes that agree with applicant's 
disclosure - abstract. End caps are tightly joined and unitary - col 4 lines 43-48. PFA 
preferred - col 4 line 40. 

Alkyl in PFA would be methyl or propyl - a generic chemical formula will 
anticipate a claimed species covered by the formula when the species can be at once 
envisaged from the formula: Ex parte A, 17 USPQ2d 1716 (Bd. Pat. App. & Inter. 
1990). If one of ordinary skill in the art is able to "at once envisage" the specific 
compound within the generic chemical formula, the compound is anticipated. One of 
ordinary skill in the art must be able to draw the structural formula or write the name of 
each of the compounds included in the generic formula before any of the compounds 
can be "at once envisaged." One may look to the preferred embodiments to determine 
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which compounds can be anticipated. In re Petering, 301 F.2d 676, 133 USPQ 275 
(CCPA 1962). Also, such PFA is commercially available. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

y S. y 

3. Claims 72-74 are rejected under 35 U.S.C. 103(a) as being unpatentable over Muto 
et al (US 5,066,397) as in claim 66 above and further in view of Ashlin-827. 

Claims 72-74 differ from the teaching of Muto in that Muto does not specifically 
teach the end cap as of perfluorinated thermoplastic polymer. Ashelin teaches making 
the entire filter with thermoplastic polymer with PFA as the preferred polymer - col 4 
lines 30-42. It would be obvious to one of ordinary skill in the art at the time of invention 
to use the teaching of Ashelin in the teaching of Muto to have the entire filter module 
made of PFA because of the advantages of PFA such as the most inert with the highest 
temperature use with still being melt-processable as taught by Ashelin. 



Allowable Subject Matter 

Claims 38 and 65 are allowed. 
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The following is a statement of reasons for the indication of allowable subject 
matter: The closest prior arts are Kawai, Muto, Ashelin and EP-432. None of these 
references teach the "membrane" as a "depth filter formed of one or more wound 
fibers". References such as Degan (US 5,290,446) teach helically wrapped string 
wound depth filters made of, among many other materials, perfluorinated 
thermoplastics, but does not teach the housing, end caps and the sealing means also of 
such thermoplastics. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Krishnan S. Menon whose telephone number is 571- 
272-1 143. The examiner can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). i , 
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